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Claim Objections 

Claim 1 is objected to because of the following informalities: on line 4 of claim 1, 
"steal" should be -steel-. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The original disclosure does not adequately describe the claimed clamping plate 
because the original disclosure does not describe a "heat-insulating thermosetting core" 
(claim 1, line 2); does not adequately describe any process, including "gluing and 
pressing events" (claim 1 , line 4), of gluing the "sandwich-like structure" of the claimed 
clamping plate, neither an SMC process nor another process "distinguished therefrom" 
(claim 1 , lines 7-8); and does not adequately describe an irreversible bond between the 
core and steel covers (claim 1, line 10). The only disclosure reciting the particulars of 
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the inventive clamping plate is provided in the single paragraph [0005], reproduced 
hereinbelow in its entirety: 

"[0005] This requirement is fulfilled in embodiments of the invention in that 
the clamping plate is provided as a multilayer composite panel having thermally- 
insulating steel components (2) and tool steel components (1) and (3), while the 
exterior sides are always made of tool steel." 

This minimal description does not provide descriptive support for the invention as 
claimed. 



Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. The "special gluing process" (claim 1 , line 3) and 
"the resin formulation" (claim 1 , line 8) are claimed as being critical or essential to the 
practice of the invention, but neither is enabled by the disclosure, which does not 
include any description of the process of manufacturing the claimed clamping plate nor 
of the resin formulation of the molding compound which forms the heat-insulating core 
of the claimed clamping plate. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 
(CCPA 1976). 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 1 , lines 2-3, "on exterior surfaces" is indefinite as to which structure 
includes the exterior surfaces; line 3, "their joint" lacks proper antecedent basis in the 
claim; line 3, "special gluing process" is of indefinite scope since it is unclear as to 
exactly what is intended by "special"; line 5, "preferably" renders the claim indefinite 
because it is unclear whether the limitation following the phrase is part of the claimed 
invention (see MPEP § 2173.05(d)); lines 7-8 are indefinite as to the particulars of the 
recited process, how the process "is related to an SMC process", and how the process 
"is distinguished therefrom"; and line 8, "the resin formulation" lacks proper antecedent 
basis in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by any 
one of German Patent Document 2,021,732 (Figure 1); Japanese Patent Document 
58-12716 (Figure 1) and Japanese Patent Document 63-91216 (Figure 1). 

Each of German '732, Japan '716 and Japan '216 teaches a clamping plate 
comprising a sandwich structure of two outer steel plates (elements 1, 2 in German 
'732; elements 5a, 5c, 8a, 8c, 13a, 13c in Japan '716; elements 12b, 32b in Japan '216) 
with a central heat-insulating thermosetting resin core (element 3 in German '732; 
elements 5b, 8b, 13b in Japan '716; elements 12a, 32a in Japan '216). With regard to 
the claim recitations regarding the method of forming the claimed apparatus, such relate 
only to the method of producing the claimed apparatus, which does not impart 
patentability to the apparatus claim. Note that determination of patentability is based on 
the product apparatus itself, In re Brown, 173 USPQ 685, 688, and the patentability of a 
product does not depend on its method of production, In re Pilkington, 162 USPQ 145, 
147; see also In re Thorpe, 227 USPQ 964. Note also that it is Applicants' burden to 
prove that an unobvious difference exists, In re Marosi, 218 USPQ 289, 292-293, and 
Applicant must show that different methods of manufacture produce articles having 
inherently different characteristics, Ex parte Skinner, 2 USPQ2d 1788. See MPEP § 
2113. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Ceraso (U.S. Patent 5,804,013; col. 3, lines 55-58) teaches a 
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clamping plate having lower and upper clamping plates 25-27 and 28-30 each 
comprising a sandwich structure of outer metal plates and an inner insulating core. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Mackey whose telephone number is 571-272- 
1 135. The examiner can normally be reached on M-F, 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Yogendra Gupta can be reached on 571-272-1316. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/James Mackey/ 
Primary Examiner 
Art Unit 1791 

jpm 

February 13, 2009 



